Serial No. 09/521,442 



REMARKS 

Status of the C laims 

Claim* h> ^- 10. 12--1-1 'k>-'!b and ^0-^1 ate cuuentlv pending in thss application 
\iihouiih thcte aie no amendments to the ehuns a complete Hsimg of the claims us ptouded l«>i the 
I wanner s com emenee 

liiteviewSammar); 

Applicants would !ike to thank Examiner Barbara and Supervisory Examiner Woodward for 
the courtesies extended to Applicants* representatives Charles Zeller, Jonathan Ball, and Rita. Wii 
during a telephonic interview held July 29, 2009. The rejections tinder § 112, based on failure to 
include the feature of "aged" or "stored" perilla oil in the claims, and the rejection tinder § 103 for 
obviousness over U.S. Patent No. 5,945,109 ("Schmidt") in view of U.S. Patent No. 5,312,834 
("Yea") were discussed. It was proposed that Applicants summarize the arguments presented 
during the interview and submit a request for reconsideration of the Examiner's position. 

Claim Rejections 

35 U.S.C. 1 112, Second Paragraph 

Claims 36, 38-40, 42-44, 46-48, and 50-51 stand rejected under 35 U.S.C. § 112, second 
paragraph, for allegedly "failing to set forth the subject matter which appiicant(s) regard as their 
invention," (OA, p, 4). While applicants will address the Examiner's underlying contentions in 
connection with the written description rejection, below, it is not necessary to do so here because 
the rejection under § 1 12, second paragraph, is facially deficient. A "rejection based on the 
failure to satisfy this requirement is appropriate only where applicant has stated, somewhere 
other than in the a p plication as filed , that the invention is something different from what is 
defined by the claims" and the "content of appjjcanf s. SEeafjcadon.Js^ that 
the scope of the claims is inconsistent with the subject matter which applicants regard as their 
invention." MPEP §2172 (emphasis added). Here., the Examiner relies, in fact, only on the 
instant application to support the rejection, stating that "[e]vidence that claims 36, 38-40, 42- 
44,46-48, and 50-51 fail to correspond in scope with that which applicant [s] regard as the 
invention can be found in the specification filed 3/7/2000." (OA., P. 4). As the Examiner has 
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cited no competent evidence in support of this rejection, withdrawal of tire rejection is clearly 
warranted. 

35 U.S.C. § 112, First Paragraph 

Claims 36, 38-40, 42-44, 46-48, and 50-54 stand rejected under 35 U.S.C. § 1.12, first 
paragraph, as allegedly failing to comply with the written description requirement for reasons 
already of record. At issue is the following passage from page 6, lines 7-15 of the application as 
filed: 

It is surprising and unexpected that perilla oil 
inhibits upregulation by PPAR agonists, as peri 11a 
oil itself contains PPAR agonists such as linolenic 
acid and linoleic acid. This mm be attributable to 
per ilia oil undergoing oxidation on storage due to 
the high content of unsaturated fatty acids. The 
oxidation process .may alter the PPAR stimulation 
activity of linolenic acid and linoleic acid, causing 
the acids to bind to and shield, the receptors, but not 
activate them, thereby preventing other agonists 
from reaching and activating the receptors, 
{emphasis added) 

Although die eLaih equ \ocai wotd may is used m setting foith this theoiv the 
oassage is tead b\ the fvamtnei as indicating that the penlla must be 'aged' ot stoied' to exhibit 
the unexpected pRipetUes of irhibning upieuuiatum K PP\R agonists (OS pp 3-4} Bastd on 
this a- sumption the rxammu teteUs t'u. claims undei the fust patagtaph of ^ 112 as jatlmg to 
include the aliegedh entica! limitations that the neulla oil be " aged 1 or " >ti led 

! he ia\v dots not supputt tilt Karamci^ lutes potation I he leading cast fiom tht t unit 
of Appeals foi the Federal K. tKitit on :hi> issue i> Genuy (fallen \ Beikltne t otp , 131 f W 
147? {Pcj ( if loojs} ip Gentn Galleu claims to a section sofa compiling a console and a 
contiol means \sen* held imahd tot iaihng to sitisf\ tho wimen desutpuwn jecjiiin'ment v\ iit-^c 
the eLuun<- weie hioadened m iemowng the .oration of the (.onUol mean,- The t ourt held dm 
the location of the contmb Has an "essentia i element ot the invention Late! m Johnson 
\\oildv\ide Associates \ /cko Cotp 17 c I W W {\ ed C if ! f »'H>t, lxme\et ihe K'deud 
Citcuit limited Penny Pallet \ , explain na that tht Penn> Pallei> court s detei initiation that the 
patent di>ckwne dtd not support a broad meaning lot the disputed claim tenm was premised on 
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dear statements in the written description that described the location of a claim element the 

'conttol mean,-> — as 'the onlv possible location and that sanations were 'outside {he stated 
purpose of the invention ' Likewise, the Federal Cuemt subsequcnth explained that in (icntty 
Gallerv 'fw e did not announce a new essentia! element test mandattnu an inqim\ inrowhatan 
inventor considers to he essential to his imemion and teqttutng that ihe cknms mcOtpwTate those 
elements " I oopei ( ameton \ k\acnici Oilfield Piodncts 291 t 3d 131" (led C a 2002) 
Kathei the t\mit explained ""in (icmtv we applied and nieteU expounded upon the 
umcmaikabie proposition that a hioad clanrs is invalid when the entirety of the specification 
clearly indicates that the tmemion 's of a much narrow ei scope ' Id (emphasis added) Again 
lii \mgen \ lloesihst Mai ion RousseL 314 I 3d H 13 (fed C u 2003) the Federal C nemt 
de-dmed to hold a patent invalid lot lack of written descupuon whetc (he speu Ilea {ton did not 
unambiguous Is indicate that the an alleged! s omitted feature wa^ essential to the invention Its 
\ mg.cn. the defendant at titled that bv staring m the ehoclosute that the invention was "umquch 
characterized' b\ a eeitatn featuie that ieattfie was "an essential element oi the invention, the 
omission of which lendeied the claims nnahd lot faihnii to satisfv the wntten desciiptton 
lequsiemem kl .it 1^1 The Fedeta! f items rejected the at gun tent holding (hat these was a 
lack of dear \tatemettts bs the patentee limitnig the claimed insemio!f to die omitted element 
and tiieietbtL the claims vittsfied the wntteu destnption K-qunemem under iM S C c 1 12 i'r-zi 
pat agtaph ]d_ at H *4 (emphasis added) 

It is clear from the Fedeial Citcu.it case lan that eq-mocal statements m the '•pet. if scat ion 
chatacfeii/tng ait invention ate not sufficient to give use to a violation of I J 2, fast paragraph, 
lot Co hue to include an allegedh essential element tn the claims lit the psesem case, the 
disclosure that the unexpected piopeiiie* of peulla oil 'may be attributable to peuila oil 
undei going oxidation on stumge due to tue hmh content of unsaturated iatts acids' does not 
death indicate that aged' oi xrosed' peulla oil is essential foi the piactrte of the invention 
Ihe cited passage is, at ukM equivocal and net intended to be binding and theiefose does uoi 
constitute the t\pe of "cleat statement' that an omitted featute is essential to the invention 
teqiiited b\ the Fedeta! C tteint m order to invalidate a claim nuclei * 112, tit -.t pa^ag^aph, for 
lack of written descupuon \loieo\et. the entuetv of the specification doe,-, not death 
indicate ' tiiat tite invention in mote narrow than what ts cLnmed A<ade ftom tilt passage quoted 
abo\e no fuithet releietice ts made to stored' ot a^ed" oeulla od w {tie discioyaK Foi 
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instance, Examples 1 and 2, which demonstrate that peri Ik oil .inhibits PPAR activation despite 
the piesence oi PPAR agonists, do not state that the peulia oil is \iged" oi 'stored % Indeed, one 
skilled ui {he ait would understand ftom leading the entne specification including fxamples 1 
and 2, that the invention was not intended to be limited to aaed oi stored peulia oil 

The Examiner states {hat X' S Paten} No ^,iP,SVS i* Yen" ) "u-aohes <\ < omposiiion of 
penlla oil that should ha\e iIk same acmuv but the instant specification teaches that it does 
not fQ V p 3 1 \pplicants continue to he pu?/!ed l»\ this a^emon. inasmuch a? YeoN 
compositions a>e uiai fotm illations u^ed to treat acne and thcie is not the slightest suggestion in 
Yeo to use them topicalh to ti eat eelluiirc Nowhere rune Applicants characterised the claimed 
pertila od 'do heme composUjonahv distinct from the petilla oil teiWenced m Yeo Yeo simph 
uses peulia oil foi a veiv different put pose and in a \tn diffeicut mounei 

1 he Examiner a bo alleges that ' [t]he written description is»uc also remains m that these 
is no correlation between n> \no and m \/n<> icsults and the mstant specification onlv desenbes 
ti eating cells with the composition, not topical application unto the skin as is instant claimed" 
[OA p hj While Applicants tail to see !to\\ this issue is icJevant to the vuitien descnpUon 
inqunv . it is lespeufulh pointed out that a similat contention rasstd h\ the Examiner ha.-. ahead\ 
been overcome it) the vase m connection with ar enablement (ejection and respeetfu ! K dirt-ci the 
Esamiiici s attention to the icsponse filed Va\ 200" iif that papei Applicants 
demonsttated, among othci things, that the I'SPTO has issued a patent {I S Pat No <>,Ss2,"i4>) 
foi a {opiC.il oil which teduces PP\R mRN \ exptesston toi the treatment of celhthte winch nsell 
ifhes on u> vitro models of PP \R i emulation \iso provided was a Rule 1 *2 Declaration of Dr 
f has which o-uppotts {he fact that PP \R is understood b\ those oi'sktll in the att t<i be implicated 
m the etiolous of cellultte Dr Lhas explains that 1 PP ARyamma receptots iegtilate adipoeue 
gtowth and dtl'terenisattoif and theiefoie tt 'follows that blocking PP \Pgamma receptots would 
be a suitable means foi treating oi ameliorating ceiluhte i he deelaiauon of Di L ha,- is 
evidence that tht disclosure oi the ptesent application i° commcmg to one skilled in the att that 
inhibition of upregulation of PPAR would be an effeeme treatment Ibi cellnlue In addition 
Applicants submitted literature showing a connection between PPAR and the pathwass 
implicated in celhthte formation Aceoidmgh, Applicants iespeclfulh asseit that the /'/ vino 
examples in the specification reasonahK correlate with the claimed ittihtx m vno, and. m anv 
event the Examiner has pun sded no e\ idesiee to rebut {his conclusion 
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Applicants respectfully request reconsideration and withdrawal of all rejections under 35 
U.S.C. §112. 

§103- Obviousness 

Claims >6 ^-40, il~AA 4^-4^, and ^0-^4 stand tested nndei « I S( 5? 10* as 
unpatentable o\e: ! S Patent No 5, ( >45.i0'> rSJnmdf ) sn \se\s of I S Patau No * x \2 S'-t 
PA eo'"} The fxammei states that Vhmidt discloses a "cosmetic product toi topical 
admmmianon for celhihte ' which ma\ comprise essential oils and plant extract 1 including 

groundnut oil * 1 !k txamtner specifically point; to LxampSe 1 of Schmidt which discloses an 
anu-celluhte eieam cumpiismy !0°n b\ weight 'llaidenecl gtoiiudnm oil" She IXamtnei 
acknow ledges that Schmidt does not disclose penlla oil but iciies on N as teaching 'a 
composition comprising penila oii " I he 1 \ammet contends that one ski lied in the art would 
ha\e been motnated to include penlla oil as taught b\ Veo ir> the anu-eeHuhte cicatns of 
Schmidt because Yeo teaches that penila oil "has no ^ide effects' whetea* gionndnut od i< a 

'known a i lei gen Applicants tra\ etse this rejection 

Applicants jespc.-cth.ijK submit that the bxannnei has failed to raise a pt una facte case of 
ohsionsiiL^s because one skilled in the ait would run lta\e had a teasonahje expectation of 
succescfulK tieating cellulite with penila od based on the combined teachings of Schmidt and 
co Neifhct of the cited iefi semes lemoteK -aiggest that pet d la oil tN effcune in tieamm 
celhihte, or e\en suggest its topical application the skin let alone ceihihte-affected skin f \'oi is 
thete an\ teaching that pctdia ml impacts a biochemical pathwa\ tmpbeated m the ettologv of 
celhihte that \%otdd has e unen one skilled m the an an expectation that u cvuid be beneficial foi 
this indication In short, the i ejection is deficient + ot at least the teason that the ait did not 
contain even the iamtest hint that celhihte could Mk\essfulh be ttealed wuh penila oil See 
MPhP ^ 2 14} 0Z{\) ( 'lhe prior att can be modified or combined to teject claims as primal fane 
obsious as long a.i theie i- a ica-unable expecUmon of success ') 

1 Yeo, the onh cited te T eienee disclosing peid'i oil, iclates to oiai compositions for the 
ticatmuu of acne Specifiealk. Yeo teaches that the 1 composition of the pjesent imemion mas 
be adimmsteied m the ibim ol svnips or mas be cotitentiated and fdied in soft capsules" feol 4 
lines 4y-s|] and that "a satistactotx therapeutic effect can be obtained bv admmisteitng one 
spoon { 15 mil of the composition e\ei\ eight hours, thiee times a das. " j col 4. lines 00-ooj. 
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Despite the fact that the cited art does not remotely suggest the treatment of cellulite with 
pes d la oil, the Fxummu attempts to bootsinm an obviousness icjtvtton lehmg on Schmidt — 
which tcache.i rieatment of eeilukte wnb '\>ova gheins ' — and alleging that one skilled in the a*t 
would have been motivated to include pculla oil as one oi Schmidt s 1 ut?tm<t!\ addtmes* listed 
in column 5 lines 'M-M of that patem in paniculai the i-xanimei points to "groundnut osf 
which is listed as a "ottoman, additive at column 5 Uiu -12 of Schmidt and agam to the 
liatdened gioimdmu oif listed m the humiliation of Fxample 1 and contends that it would ha\e 
been obvious to substitute pen) la oji for the hardened gioundnut oil m i xampie 1 of Schmidt 
because guumdnut oil k-> alleged!) a known allot gen 

3 he IXumner has oileied no evidence %\hatsoe\et that one skilled nt the ait would ha\e 
consideied pen Ha oj! to be gateiadv imuehaugeabk with 1 haidenv-d groundnut on m topical 
pienaiattons fust, the 1 xammci ignoies the Saa that Fvnnple 1 of Sclnmdt calh> ioi not simplv 
giouiidmit oil but tathet 'baidened' gioundmit od which means that the gfouudmit oil ha} been 
hvdiogenated to chenucalh com est uusatmafed bonds mto satmated bond.-* Second the 
i xamnset offets no eMdetk e that haidened giounduut oil possesses sinnhu phssieai oi (.hernial 
chaiactetistics to pen I la. oil that would ha\e led one <■ killed m the ait to con«idet them to be 
imei changeable ioi Sdnnuifs put poses That one oil is not sinipU wteichangeable with atiodiei 
oil tor all puipose^ is cvtdetked b\ Example 2 of the piesent -pecifteutton which demonstrates 
that anothei unsamiated od iatne^oi does not inhibit PP\R aUtvatiou Ceitamh . one skilled m 
the ait could not ha\e had a reasonable expectation oi .success m using famesoi to neat cellulite 

Applicants icspeetfiilh submit that the I xantmtrfs reasoning kads tu the logical 
absuiduv that it would ha\e been obxiuu.-, to tteat cellulite with am non-a* lei genie oH .is the 
Examiners lationale is not based on am unique propettv oi peidla seed oil and would thereiore 
seem to anph equalh to all \egctable oils It theietoie would ha\e been ob\ urns to neat cellulite 
with olive oil oi com oil acuMding to the Examine! s Some \lso. the same uvaonaie could be 
applied equal! v to the othei components listed tu Fvnnple 1 For example, vv^nid the T- xammct 
contend that it would have been obvious to tteat cellulite with uon oxide pigments because the 
ioimukuion of Fxample 1 disclo->e,> the pigment titanium dioxide 1 

Applicants ic\->peUful>v submit that the r xammct has lmpennisstbh engaged in hindsight 
based on Applicants' own disclosure that peril la oil is effective at treating cellulite because there 
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was no recognition in the art the perilla oil was capable of treating ceilulke nor any suggestion of 
topically applying perilla oil to an area of skin affected by ceUulite. Reconsideration and 

withdrawal of this rejection is requested. 

Having distinguished the independent claim from the art of record, Applicant submit that 
the claims dependent therefrom are patentable for at least the same reason. However, Applicants 
reserve the right to separately address the patentability of the dependent claims in the future, 
should that become necessary, 

CONCLUSION 

Applicants respectfully submit that the instant application is in condition for allowance. 
Entry of the amendments and an action passing this case to issue is therefore respectfully 
requested. In the event that another telephone conference would facilitate examination of this 
application in any way, the Examiner is invited to contact the undersigned at the number 
provided. 

Respectfully submitted. 



Dated: August 12, 2009 Bs .JJljjjj^^^ 

Chaiic-- J Zellei 
Registtauon \'o 28,682 

Correspondence Address : 
Avon Products, Inc. 
Avon Place 

Suffern, New York 10901 

(845)369-2113 Telephone 
(845) 369-2900 Fax 
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